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DETAILED ACTION 



1. 



This office action is in response to communication filed on 8/23/2010. 



2. 



Claims 1-20, 44-50 are presented for examination. 



Claim Rejections - 35 USC $112 



3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 44-48 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Paragraphs 0007 0009 001 0 and 001 8 
merely state "prioritizing multiple coupon redemption for the transaction" but fails to 
describe how in what way the prioritizing of multiple coupons is being done. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1,8, 1 5, 45 provides for the use of "wherein the token acceptance device 
automatically resolves redemption conflicts associated with a concurrent redemption of 
the electronic coupon and other coupons", but, since the claim does not set forth any 
steps involved in the method/process, it is unclear what method/process applicant is 
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intending to encompass. A claim is indefinite where it merely recites a use without any 
active, positive steps delimiting how this use is actually practiced. For purpose of 
examination, "other coupons" will be interpret to be other electronic coupons. 

Claims 1,8, 15, 45 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC $ 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

8. Claims 1 -20, 50 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Barge et al (WO 95/21428 hereinafter Barge. 

With respect to claims 1 , 8, 15, 20 and 50 Barge teaches systems and methods 
for managing redemption under a reward program (abstract). 

a portable token configured to store an electronic coupon and a redemption tally, 
the redemption tally representing the number of times the electronic coupon has been 
redeemed by a holder of the portable token for a corresponding reward under the 
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reward program (i.e. customer carried portable device 74 storing electronic coupons 
and redemption information)(page 3 lines 17 to page 4 lines 1-2) ; and 

a token acceptance device configured to communicate with the portable token 
and store a redemption limit relating to the electronic coupon, the redemption limit 
representing the maximum number of times the electronic coupon is allowed to be 
redeemed for the corresponding reward under the reward program, the token 
acceptance device further configured to receive information relating to a transaction 
from the holder (see base device 72)(page 13, lines 22-28); 

wherein the holder indicates to the token acceptance device that the electronic 
coupon is to be redeemed and applied to the transaction (see Figure 4b, step 162); 

wherein upon receiving indication of redemption of the electronic coupon, the 
token acceptance device compares the redemption limit to the redemption tally and 
determines whether the electronic coupon is allowed to be redeemed and applied to the 
transaction; (see Figure 4b, step 164); 

and wherein the token acceptance device automatically resolves redemption 
conflicts associated with a concurrent redemption of the electronic coupon and other 
coupons (i.e. redemption limits that exceeds the redemption amount for the electronic 
coupon or any other electronic coupon is resolved via on-line mode 190)(page 17, lines 
9-57). 

With respect to claims 2-3, 9-10, Biorge further teaches a reward host (i.e. an 
intermediary that oversees all the providers that participate in the incentive 
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program)(page 6, lines 6-21), configured to allow a reward program sponsor (i.e. 
provider device 76) to establish the redemption limit and communicate the redemption 
limit to the token acceptance device and the reward host is further configured to allow 
the reward program sponsor to change the redemption limit in response to one or more 
conditions. 

With respect to claims 16, 17 Biorge teaches storing the redemption limit in the 
token acceptance device (see Figure 4b, step 176). 

With respect to claims 4, 11, 18-19 Biorge further teaches wherein the 
redemption limit is established based on one or more criteria that are specific to the 
holder of the portable token (i.e. different incentives rate based on the customer 
individual memberships)(page 8, lines 14-20). 

With respect to claims 5, 12 Biorge further teaches wherein the portable token 
includes one of a smartcard card, a cellular phone, a personal digital assistant, a pager, 
a payment card, a security card, an access card, smart media and a transponder (i.e. 
customer device 74 can take the form of a processor card or smart card)(page 2, lines 
26 to page 3, lines 1-5). 

With respect to claims 6, 13 Barge further teaches wherein the token acceptance 
device includes one of a point-of-sale device, a cellular phone, a personal digital 
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assistant (PDA), a personal computer (PC), a tablet PC, a handheld specialized reader, 
a set-top box, an electronic cash register, a virtual cash register, a kiosk, a security 
system, and an access system (i.e. base device acts a point of sale device)(page 21 , 
lines 6-14). 

With respect to claims 7, 14 Barge further teaches if it is determined that the 
electronic coupon is allowed to be redeemed, the token acceptance device updates the 
redemption tally of the portable token (see Figure 4b). 

Claim Rejections - 35 USC S 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. Claims 44-49 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Barge in view of Official Notice. 

Claims 44, 46 and 48 further recite prioritizing multiple coupon redemptions. 
Official Notice is taken that it is old and well known to rank/arrange or list a group of 
things in order of priority or importance based on priority. It would have been obvious to 
a person of ordinary skill in the art at the time of Applicant's invention to have used it for 
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multiple coupon redemptions in order to encourage redemption of the most important 
coupon first. 

Claim 47 further recites storing within the memory of the portable token for use if 
it determines there is a conflict with other coupons. Official Notice is taken that it is old 
and well known to store conflicts, problems or the like in a database/memory or the like 
in order to consult or refer to it ant a future day. For example, vendor, business and the 
like store conflicts/problems in the accounts such as issue of bad checks in the account 
or the like in order to prevent fraud. It would have been obvious to a person of ordinary 
skill in the art at the time of Applicant's invention to have included storing within the 
memory of the portable token for use if it determines there is a conflict with other 
coupons in order to obtain the above mentioned advantage. 

Claim 49 further recites the portable token being a phone. Barge teaches the 
portable token being a smartcard. Barge doesn't specifically teach the portable token 
being a phone. Official Notice is taken that it is old and well known to use cellular 
phone or the like to store electronic coupons/discounts, etc. in order to provide 
convenience to the user by allowing the user to receive coupons via already owned 
device such as the well known cellular phones. It would have been obvious to a person 
of ordinary skill in the art at the time of Applicant's invention to have included the 
portable token being a phone in order to obtain the above mentioned advantage. 
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Response to Arguments 

1 1 . Applicant's arguments with respect to claims 1 -20, 44-50 have been considered 
but are moot in view of the new ground(s) of rejection. 

Point of contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571)272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Raquel Alvarez/ Raquel Alvarez 

Primary Examiner, Art Unit 3688 Primary Examiner 

Art Unit 3688 
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